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Abstract

One of the fundamental questions related to the analysis of intellectual property contract law
is the status of the unauthorized license agreement. If the licensor granting the exploitation
right to the licensee is not the owner of the intellectual property rights, what is the legal status
of this contract? To answer to the question, there are three doctrines. Some of them recognize
the non-nullity of the license agreement because, in case of an unauthorized contract, the
nullity could maintain the owner's exclusive rights. Another group, according to the general
rules of contracts, supports the invalidity of the contract. However, some doctrines recognize
the validity of a contract. Their arguments are based on innovation and creativity in
intellectual property, conflicting with the principles of patents, and protecting the owner who
has the good faith with an emphasis on economic analysis. Thus, they conclude that the
unauthorized license contract is concluded correctly. Therefore, the owner could not nullify
the contract. The present article criticizes the situation of nullity and invalidity. It analyses and
criticizes the invalidity and nullity and concludes that the situation of invalidity is more in line
with the legal rules of the domestic system.
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Article 1, Section 8, Clause 8 of the U.S. Constitution grants Congress the power to “promote the

Progress of Science and useful Arts, by securing for limited Times to Authors and Inventors the
exclusive Right to their respective Writings and Discoveries
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"(Winston 2006: 95) 5l Cews sl 5 Olo e Gsi Ole J3ld 4 o 5 4

1. The fundamental policy of the patent system is to "encourage the creation and disclosure of new,
useful, and non-obvious advances in technology and design “by granting the inventor the reward
of "the exclusive right to practice the invention for a period of year...».

2. States could create mandatory or default rules to protect reasonable customer expectations
concerning use and transfer of software products. For example, if federal law does not provide
any use rights to a customer who "licenses" software, state law might provide a minimum implied
license because it would be contrary to reasonable expectations for a customer to pay for a
product and not be able to use it.

3. However, a balance must be struck between protecting intellectual property owners' right to
contract and protecting the public's interest in the promotion of the progress of science and the
useful arts. Some licenses promote progress, while others retard it.
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2. A distinction must be drawn between an assignment of a chose in action (a patent or the benefit of
a contract relating to a patent) and a contract for the sale of an article (the physical embodiment
covered by a patent



frra Sl b ol aST L (6558 Culllo (Jpdd (il 313,13 Sois Cumdg (5551

Sl A e Ol 5 5,0 o Ll slayl 3 55 65l 50 ol e K88l oai
QQTWJJ_:%}H|MJL;¢JJ§A.Zbo.x\iij.ﬁyls.l:j):Q&\yy\kﬁfﬁbsﬂsbd]

&:MA‘ OJ\M y‘w &:I.:er;-

Al
elBuss an Jyab iladsla)l 3 34> Candy a5 (6,50 SOl Bsi> o iS5
\)UMW}&)M‘&PﬁW&M@@WLMoK%J .Qm\ojjscjb
ol g ol ks s Sy ey ple ol ayly Sl plas e wlal sl el esls slely
dlﬂ)ﬁdﬁ'.})‘b.}}?‘jab‘]}\ d}b- uﬁ}&b}éﬁ@ﬁb d}b-é)f-ﬁéwl
Gl A dal g sl oS cpl o 3 BB 5 ol ) peate (655 ol Glas pe OIS
M‘aucf‘b slesl O ol pesdle Kpd &S blooje ol 5o Lasls)l 3 5
LSJ—<3 Wbb g"l—,‘.-;l—’f}'} OKJ_:J Ll el aJJ)‘.) Lg‘)h.a;u‘ d}b- ij W}M
QL@\J:}(ZJYJJW).L)‘JQTMMWW\ASJ.:&L;;}.Z}}J‘}a‘_}iu Qw
Curiy Syl v_:mjw&uob lel =l e300 5B V0 asle () A 4 slaad b
Q)H @ w.:l..m:.j LSLAJ‘J)‘JE <=Ua.3 BE) o.z\..i'JLi oKJ\.iJ gdb— U'i‘ \.: laasls WL\A \) )j.i} <=.,L¢«
=l 31 uls e g 83l o 0 LS iled 45 (55050 53 5 i B pdy B sllas
05 bl LS el sl a.uﬂfu;lmgdtﬁbdb@,a&u AU 3l st uilld syls 1y (6 S
JMMJAJW uﬁuwwa e:bfaxzmkg)‘“ml)}bmwt.ﬁ:léd:)ly
spl o el o e e 5 Slel el G Sl D LV L s S
J=Ys wd asiie bl i sls )l 3 o Cond s O sds s (g3laBl Jod 5 e
C)Lplj:.}\rllé.}dpf.a});«sﬁjjJMQQJE\JJ")'.@\@J})JLJ{G}:S&Q&\
53l sl A 1 8 pe gl ol s al & i T o sl B oS - e

sl G Gl L SUike 4 Sms Shlilee 358 pds olSs ol Sindy b s



A EXR d&m,,,ﬁbd’ E)ij‘\AE)sacdvya&&’jA frf

Sl ot oo ol Ly sbol od 056 YE dsle b pss s b alaly s Lol ool dal i
A S o Al S5 a8 Sl 55w BL Vsl el al s ol ke 51 s
el sl ad s sy ool el s ol (58 S s il a3l s s (S
oo S LI 0l E e 55 gnbal o 5 e Culg 53 5 el are el
s o o 35 Laslsyl 3 s sl ot S 3115 il Jpedd Sl 31513
S35 ,5 ¢ s ge coale sl S 5 LE 5 A dal edias il 4 LI (slaay 5o

NGswwel _.. C_?w BE el Sled| 9 NI rkb.s g_f"’L.‘.';



from Sl b ol aST L (6558 Culllo (Jpdd (il 313,13 Sois Cumdg (5551

&bo

CoSle G g i dolio g o Kb i Gpdm O ) By 55 a5 glasla,l By .(VTAY) apae o Sl
VAW Lo oSG

Oy O« inir oSl G (VF40) Bl ¢ ol

S el 53 G L slads 2l oles 5 ,ald) (VAN ale (25 50 ¢ et ¢l
YAZY Gaw d G XY 5o dukr Gais sl iag s aOWIT 5wl p oS

G i lellls wgslaBl oo a1 Oledbl G yi-) (1Y) g lail febonl ¢ 3L (s Lail
ALIER ISP S SN WA

Ol Ol oY C‘LAJ/JJ//,}J dpie OIS (WYAN) do (shex| ol

ol ol g 5 gl b pal S Il ((1YRE) el s 5 S5 ol olis sl m 03l yin
YW oo o s i Ao 1T 550 dolis s g i) G I slaslsy) 3 53 (e
Ve C

ldidr wsy3d il sla )3 IDasl uel g8y ((VFAY) (g s, r.:.a\ﬁl f('..v\ng‘f:ﬂ o3l anm
AY 2 8) aw O sl soled A Syled Laboss )0 3 aix

slasl 3 s ol ol yUasl gsls )l 3 B sam Jde) ((VF49) el e sl oo o0l jhanr
DA VW e &b Y0 5 ¢ plas Gade slaslSTys gl it il

il g S oy s DLl Slesle O 2 o6, sl e (VWAY) 3 gass icnS~
e

O O (6,8 CosTlo déeds (VYA0) s 5000

g Aol s o slad 351 3 s C\j:;-\ Dlael e Sbssl s e (1744) e (el
L8 Y0 Law MWV 3 salaul

o s i 5 ol oMoy oS g (VPAY) Sl et

s ladls )5 5 i (\YAT) pendlde (5,0

ol g Ol il (slasls 1,5 (\YAY) JMCJJ (S plo

i Slalles gz G dalial S Jla SBT3 Sl 500 (OTAY) el (go €3 samee ¢ Bl


https://lawresearchmagazine.sbu.ac.ir/issue_6977_7046.html
https://lawresearchmagazine.sbu.ac.ir/issue_6977_7046.html

YEo o yliumo) g jml F Bylowd VA B9 ( oguad (3o =fYs

VY _00 w5 X s Lk

Slasl olew &S 3 (ks 2 50) gl i (\WWAA) dlex (olad Lo

Olge O 0 g clsol 5 olbd] (VWAO) s ¢ plao

53 JUESl slaslssl 3 Conds gl alsS el 360 (1F4E) s ol s b 55 ilis
O b Lgd oKl (55 Ay

K 0L (6,8 Sl Gpd o ks (0¥ Cpaanes ¢ olis

e i (VErr) (930 Bdame (gl il e fgnladame A (LSS Js3
s 33 oKl ol L)

Ol 0l AV eeoSle s Lol (VYA L0l 05 518

N g okl e SS 3 N0 2 e 2sde e i (VYAY)
A sl Ol g sals sl (slasls )5 G si= (\WAT) sl (83 sames

B U Loslsyl 3 ettt nlal € Ul il (78A) (6 B ol s(g3badarms  pomacd o

References

Abbas-Tabar Firoozjah, M. (2015). "The effect of patent revocation on the status of
technology transfer contracts”, PhD thesis, Shahid Beheshti University of Tehran. (in
Persian)

Abbasi, S. (2012). Management of Intellectual Property Rights, Tehran, Jangal
Publications. (in Persian)

Allison & Mark A. Lemley (2000). Who's Patenting What? An Empirical Exploration of
Patent Prosecution, 53 Vanda. L. Rev.

Amini, M. & Bahador, M. (2017). "The Realm of Supporting Goodfaith Purchases in the
Legal System of England, France and Germany", Comparative Law Research, Vol. 21,
No. 4. pp. 1-28. (in Persian)

Ansari, B. & Ansari, I. (2012). "Information Law from the Perspective of Economic
Analysis", Journal of Comparative Law Studies, Vol. 3, No. 2, pp. 1-21. (in Persian)
Azadbeigi, S. (2012). "Publication contracts in Iranian law Quarterly", Journal of Medical

Law Special Issue of Intellectual Property Law, pp. 77-108. (in Persian)
Bahrami Ahmadi, H. (2007). General Contracts, second edition, Mizan Publications. (in



frya Sl b ol aST L (6558 Culllo (Jpdd (il 313,13 Sois Cumdg (5551

Persian)

Braucher jean, contracting out of article 2 using a "license™ label: a strategy that should not
work for software products, Loyola of los Angeles law review [vol. 40:26, 2006.

Devlin, A. (2010). The Misunderstood Function Of Disclosure in Patent Law, 23 Harv. J.L.
& Tech.

Dratler, J. (2007). "Licensing of Intellectual Property”, Law Journal Press, a division of 3
American Lawyer Media, Inc., New York.

Duffy, J. F. (2004). Rethinking the Prospect Theory of Patents, 71 U. CHI. L. REV.

Eisenberg, Rebecca S. (1989). Patents and the Progress of Science: Exclusive Rights and
Experimental Use, 56 U. Chi. L. Rev.

Emami, A. (2011). Industrial Property Law, Mizan Publishing. (in Persian)

Ghabooli Darafshan, S. M.H., Bakhtiarvand, M., & Nadi, M.T. (2021). Definite Contracts
1, Ferdowsi University Press. (in Persian)

Gomulkiewicz, Robert W. (2018). "Is the license still the product?", Arizona law review,
Vol. 60, p. 425.

Gordon, f. H. (1966). Problems involved in the assignment of patents and patent rights, A
paper delivered to the 40th Annual Meeting of the Patent and Trademark Institute of
Canada on September 30,. Printed by permission of the Honorary Secretary-Treasurer.

Hekmatnia, M. (2008). Fundamentals of Intellectual Property, Second edition, Publishing
Organization of the Institute of Islamic Culture and Thought. (in Persian)

Jafarzadeh, M.G. & Abbas-Tabar Firooz-Jah, A. (2015). "Revocation of Patent Certificate
and Commitment to Return of Awadin in Patent Transfer Contracts”, Special Issue No.
16 Journal of Legal Research, pp. 239- 270. (in Persian)

Jafarzadeh, M.G. & Rahbari, E. (2012). "Rules for Dissolution of the Bachelor of
Technology Contract”, Legal Research Quarterly, Vol. 15, Special Issue No. 8,
Consecutive Issue 1, pp. 41-82. (in Persian)

Jafarzadeh, M.G. & Saatchi, A. (2121). "Analysis of Contract Law Commercial
Expectations in the Patent License Agreement”, Quarterly Journal of Judicial Law
Perspectives, Vol. 25, No. 90, pp. 169-184. (in Persian)

Katozian, N. (2007). Property and Ownership, Mizan Publishing. (in Persian)

--------------------- (2008). Civil Law of Certain Contracts, Anteshar Co., Vol. 1. (in Persian)

Khidmatgzar, M. (2011). Philosophy of Intellectual Property, Mizan Publishing. (in
Persian)

Kief, F. Scott & Smith, Henry E. (2009). How Not to Invent a Patent Crisis, How Not to
Invent a Patent Crisis in REACTING TO THE SPENDING SPREE: POLICY
CHANGES WE CAN AFFORD (Terry L. Anderson and Richard Sousa, eds., Hoover
Institution Press).

Kitch, Edmund W. (1977). "The Nature and Function of the Patent System", the Journal of
Law and Economics, Vol. XX (1).

Lemley, Mark. A. (2012). The Myth of the Sole Inventor, Michigan Law Review, Vol. 110,
709.

Lichtman, D. (2005). Substitutes for the Doctrine of Equivalents: A Response to Maurer
and Nard, 93 Geo. L.J. n.42.

Mir-Hosseini, S. H. (2018). Introduction to Intellectual Property Rights, Mizan



YEo o yliumo) g jml F Bylowd VA B9 ( oguad (3o =fYA

Publications.

(2008). Patents, Mizan Publishing. (in Persian)

Mirshamsi, M.H. & Nazeri, A. (2020). "The effect of patent revocation revocation on
contracts in terms of the requirements of patent law Business”, Research Journal, No.
90, pp. 84-50. (in Persian)

Munktell, P. (2004). "Compulsory Patent Licensing: A minor case study", Master thesis,
Faculty of law university of lund.

Nimmer, R. T. & Dodd, Jeff C. (2011). Modern Licensing law, Vol. 2, West a Thomson
Reuters business.

Oddi, S. (1996). Un-Unified Economic Theories of Patents, The Not-Quite-Holy Grail, 71
NOTRE DAME L. REV. 267, 275-7.

Rice, James M. (2015). "The Defensive Patent Playbook", Berkeley Technology Law
Journal, Vol. 30, Issue 4, Annual Review 2015 Article 9 11-29.

Saatchi, A. (2021). "Analysis and Evaluation of warranty in patent license", Encyclopedia
of Economic Law Spring and Summer, No. 17, pp. 25-44.

Saberi, R. (2008). Bachelor's degree contracts, Tehran, Shahr-e-Danesh Publications. (in
Persian)

Sadeghi, M. & Amini, M. (2012). "Causes and Effects of Patent License Revocation",
Journal of Comparative Law Studies, Vol. 3, No 1, pp. 55-72. (in Persian)

Safaei, S. H. (2006). Persons and Property, Mizan Publishin, (in Persian)

Salehi Zahabi, J. (2009). Patent (Comparative Attitude) Publishing Co. (in Persian)

Shams, A. (2003). Property Rights on Trademarks and Industrial Trademarks, Samt
Publication. (in Persian)

Shiravi, A.H. (2018). Contract Law, Samt Publications. (in Persian)

Singleton, S. (2005) IP as conflict resolution: a micro view of IP, San Diego law review,
vole, 42 issue

Stijepko, T. (2017). The Interplay Between User Innovation, The Patent System And
Product Liability Laws: Policy Implications, 99 J. Pat. & Trademark Off. Soc'y 20, 46.

Walton Hamilton; Irene Till (1948). What Is a Patent, 13 Law & Contemp. Probs. 245.

Winston, E. (2006). Why Sell What You Can License Contracting around Statutory
Protection of Intellectual Property, 14 Geo. Mason L. Rev. 93 University of
Washington Law Library.



